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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent ternn adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 30 May 2006 , 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Experts Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim{s) l-U is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) Is/are allowed. 

6) H Claim{s) 1-17 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the con-ection is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f). 
a)n All b)n Some * c)\2 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Intennew Summary (PTOSIS) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTb-948) PaP®"^ No{s)/Mail Date. . 

3) □ Information Disclosure Statement(s) {PTO-1449 or PTO/SB/08) 5) □ Notice of Infomnal Patent Application (PTO-1 52) 

Paper No{s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademarlc Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mall Date 20060804 
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DETAILED ACTION 
Remarks 

This Office action is responsive to applicant's amendment filed May 30, 2006. 
Claims 1-17 are pending. 

Claim Rejections - 35 USC §102 and 103 

The rejection of claims 1-8, 10 and 12-17 under 35 U.S.C. 102(e) or 35 U.S.C. 103(a) 
based on Homung et al. (U.S. Pat. 6,300,001 Bl) has been withdrawn. 

The rejection of claims 9 and 1 1 under 35 U.S.C. 103(a) based on Homung et al. and 
Koncar et al. (U.S. Pat. 5,942,347) has been withdrawn. 

In withdrawing the ground of rejection(s) based on Homung et al. the examiner would 
like to make the following remarks: 

Homung et al. is maintained to teach an austenitic alloy for the reasons akeady of record. 
The examiner acknowledges applicant's submission of the reference entitled The Making, 
Shaping and Treating of SteeL 10^** ed. (heremafter simply "the reference") Arguments 
submitted therewith have been fiiUy considered. Applicant asserts that based on the reasoning 
taken in the prior Office action, the alloy disclosed by Homung et al, can also be classified as 
precipitation hardenable steel. Upon close review, the examiner asserts that such classification 
would be incorrect. Homung et al. disclose that the alloy contains Si in the amount of 0 to 2% 
by weight. It is clear fi"om the reference that of the Types I-IV classifications of alloys, only 
Type I which is Austinitic Steel has an Si content of 2. 00% or greater, while the remaming Types 
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n-IV have a maximum of 1 .00%. Thus, based on this reference, the alloy of Homung et al. can 

only be Austinitic. 

Arguments that the solid constructive parts (emphasis as submitted) are "extremely 
broad" are not found persuasive. It is clear that bipolar plates are clearly envisaged by Homung 
et al. as being a member of the solid constructive parts having the inventive alloy, see col. 2 line 
57 et seq. as submitted by applicant. As to there being no specific examples associating 
compositions with bipolar plates (emphasis as submitted), the reference in its entirety is 
considered a complete and specific example, in particular col. 1 lines 1-67 which in the opening 
paragraph describes a "bipolar plate... characterized by low weight and high corrosion resistance 
of the material used." 

With respect to the assertion that Homung et al. teaches away fi-om the claimed range and 
lacking the sufficient specificity for anticipation, the examiner disagrees and refers back to 
page 4 of the prior Office action. It is clear firom Homung et al. that Ni is at most 46.5% while 
Cr is at most 40.5%, equaling at most 87% which is comfortably greater than the claimed 
combined weight of 50%. 

As to the argument regarding a zero amoimt of nitrogen, the examiner concedes that 
Homung et al.'s disclosure of 0.02 wt. %, even when rounded to the nearest whole number, does 
not teach or suggest a "zero amount of nitrogen." Though the examiner maintains that the 
number "zero" has no significant figures, the term "zero amount of nitrogen" has been 
interpreted as "a composition having no nitrogen." (remarks on page 10) That is, in numerical 
terms, the claimed zero amount of nitrogen is equal to 0.00. In view of this distinction, the 
rejection(s) based on Homung et al. has been withdrawn. 
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Double Patenting 

Claims 1-17 are rejected on the groimd of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-15 of U.S. Patent No. 6,723,462 B2 (hereinafter 
the *462 patent), in view of Kanter (U.S. Pat. 3,754,899). 

The rejection is maintained for the reasons of record. Applicant's arguments have been 
fully considered, however they are not found persuasive. 

Applicant submits that the differences in temperature operation between PEM fuel cells 
(such as employed by the '462 Patent) are lower than temperatures in the order of 1000°C 
disclosed by Kanter, and thus the temperature considerations are not an issue. In reply, the 
examiner maintains that the latent benefits of having a zero amount of nitrogen in the alloy, such 
as enhanced boron solubihty in the metal alloy, inter alia, are considered prevalent even during 
the lower temperature operation of a PEM fuel cell, absent of evidence to the contrary. 
Furthermore, the modification would be additionally motivated by a mutual desire of both the 
'462 patent and Kanter to circumvent corrosion. See the '462 patent in col. 3 line 8 et seq. and 
Kanter in col. 1 line 10. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed imtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier commimications from the 
examiner should be directed to Mian Mercado whose telephone number is (571) 272-1289. The 
examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



PATRICWJOSEPH RYAN 
SUPERVISORY PATENT EXi&aV^J^iEPi 



